The opinion in support of the decision being
entered today was not witten for publication
and is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte PARK HONG

Appeal No. 1999-1567
Desi gn Application 29/035, 428

ON BRI EF

Bef ore CALVERT, STAAB, and BARRETT, Admi nistrative Patent
Judges.

BARRETT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

Appel I ant appeals fromthe final rejection of the claim

in this design patent application which reads:

1 Application for design patent filed February 27, 1995,
entitled "SEASONI NG CONTAI NER. "
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The ornanental design for a SEASONI NG CONTAI NER as
shown and descri bed.

The design is directed to the ornanental design for a
transparent, stackable container for seasonings. The
characteristic features of the design are summarized in
Appel lant's brief, pages 2-3.

Figures 1, 2, and 6 are reproduced bel ow.
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THE PRI OR ART

The Examiner relies on the followng prior art:
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Kasi n Des. 148, 862 March 2, 1948
Stolte 2,631, 747 March 17, 1953
Bour cart 2,663, 450 December 22, 1953

Bourcart teaches a series of stackable containers such as
boxes and/or vials or bottles of such shape and di nensi ons as
to fit snugly but renovably in a tubular shell 10 having
renmovabl e end closures 11 and 14. The shell hol ds four
cylindrical boxes 28, 29, 30, and 31, and a vial or bottle 40
at the top. The cylindrical boxes, shown in figure 2, have
lids with a projecting portion 49 which is engageable in
conpl enmentary shaped recesses 50 and 51 in the bottons of the
superi nposed boxes 28 to 31 and the vial 40, shown in
figure 3. Vial 40 has a flat disc 42 with a neck 43, a
cap 44, and a recess 51 dinensioned to receive the
projection 49 of one of the cylindrical boxes. The height of
the projections and the depth of the recesses are such that
t he assenbl ed containers will remain in stacked relation and
will not slide or tilt readily relative to one anot her when
the containers are renoved fromthe shell 10. "The
projections preferably are between about one-sixteenth of an
inch and one-eighth of an inch in height and the recesses are
of corresponding depth.” Col. 3, lines 48-51. Bourcart
di scl oses that the shell and contai ners nay be made of
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transparent or opaque materials (col. 1, line 46 to col. 2,
line 8 and states (col. 2, lines 4-6): "By suitable
selection of materials, it is possible to produce a very
attractive over-all appearance .

Stolte discloses a stackable container for childrens
foodstuffs which when enptied becones a toy buil ding bl ock.
The outside of the container is generally cube shaped. The
top wall has a relatively short upstanding circular neck 16
with an airtight closure nmenber 17 of a diameter slightly |ess
than the wdth of the container. The bottom of the container
has a cylindrical recess of such cross section that it
slidingly receives, as a |oose fit, the upstandi ng neck 16 and
cl osure nmenber 17 on anot her container of |ike construction
when the two containers are stacked together (col. 2,
lines 26-31).

Kasin discloses a salt shaker with a transparent centra
secti on.

THE REJECTI ON

The claimstands rejected under 35 U.S.C. 8§ 103(a) as
bei ng unpat ent abl e over Bourcart, figure 3, in view of Stolte
and Kasin. The Exam ner concludes that "to nodify the

reference to Bourcart by providing sides to the bottomrecess
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as taught by Stolte and further using a transparent materi al
for the container as taught by the reference to Kasin would
have been obvious to a designer of ordinary skill in the art
and woul d neet the appearance of the clained design" (Final

Rej ection, p. 2).

We refer to the final rejection (Paper No. 11) and the
exam ner's answer (Paper No. 17) for a statenment of the
Exam ner's position, and to the appeal brief (Paper No. 15)
for Appellant's argunents thereagainst.

CPI NI ON

Legal st andards

The proper test for determ ning obviousness of a clai nmed
design under 35 U.S.C. §8 103 is whether the design would have
been obvious to a designer of ordinary skill who designs

articles of the type involved. In re Nal bandi an,

661 F.2d 1214, 1216, 211 USPQ 782, 784 (CCPA 1981). Wen a

8§ 103 rejection is based upon a conbi nation of references,
"there nust be a reference, a sonething in existence, the
design characteristics of which are basically the sanme as the
clainmed design in order to support a holding of obviousness."

In re Rosen, 673 F.2d 388, 391, 213 USPQ 347, 350 (CCPA 1982).
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The designs of other references nay properly be relied
upon for the nodification of this basic design when the
references are "so related that the appearance of certain
ornanental features in one would suggest the application of

those features to the other." 1n re d avas, 230 F.2d 447

450, 109 USPQ 50, 52 (CCPA 1956). As stated in In re Harvey,

12 F. 3d 1061, 1063, 29 USPQ2d 1206, 1208 (Fed. Cir. 1993):
I n ornanental design cases, a proper obviousness
rejection based on a conbination of references requires
that the visual ornanental features (design
characteristics) of the clainmed design appear in the
prior art in a manner which suggests such features as
used in the clained design. |f, however, the conbi ned
t eachi ngs suggest only conponents of a clai ned design,
but not its overall appearance, an obvi ousness rejection
is inappropriate. [Citations omtted.]
Anal ysi s

Initially, we note that Kasin is not necessary to the
rejection because Bourcart expressly discloses that the
cylindrical boxes 28-31 and the vial 40 can be of transparent
material (col. 1, line 46 to col. 2, line 8) for an ornanenta
appearance (see col. 2, lines 4-6: "By suitable selection of

materials, it is possible to produce a very attractive

over-all appearance . . . ."). Appellant's argunents that the
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cl ai med design differs from Bourcart because Bourcart shows an
opaque contai ner are not persuasive.

Figure 2 of the present design, figure 3 of Bourcart, and
a nodified version of figure 2 of Stolte to show the cont ai ner

shape are reproduced bel ow for comnpari son.

d ai ned Bour cart Stolte
desi gn
We focus on the distinctive feature of the well in the

bottom of the container, which is argued by Appellant. There
are several other features of the clainmed design which differ
from Bourcart, e.g., Bourcart shows flat top and bottomwalls
whil e those in the clainmed design have a slight upward sl ope,
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the threaded neck is slightly different in Bourcart, and the
cl ai mred design has a hole pattern in the closure of the
opening which is visible in Appellant's figure 4. Al though
t he Exam ner has not addressed these differences, since the
di fferences have not been argued, they will not be addressed.

Bourcart does not disclose a well in the bottom of the
vial 40 having a dianeter and depth to receive the tubul ar
mout h and cap of a |ike-shaped container. Instead, the
recess 51 is just deep enough (one-sixteenth to one-eighth of
an inch, col. 3, lines 48-50) to engage the projection 49 on
one of the cylindrical boxes 28-31 so the assenbl ed containers
will remain in stacked relation and will not slide relative to
one anot her.

The Exam ner's position is (EA3): "It is noted that
there is a bottomwell in the reference to Bourcart and to
merely provide straight walls as taught by Stolte would [have]
be[ en] obvious. To further enlarge the well as Appell ant
argues his clainmed article shows woul d [ have] be[en] an

obvi ous design expedient. |In re Stevens, 81 USPQ 362." See

al so EA4.
Stolte discloses a container with a short upstanding
circular neck 16 and cl osure menber 17 which does not detract
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fromthe bl ock-shaped appearance. The well in the bottomis
shal l ow and has a large dianeter. Thus, although Stolte

di scl oses stacking |ike-shaped containers, the container in
Stolte does not have a bottomwell having the appearance of
the clained design. If this were a utility application, we
m ght agree that it would have been obvious for utility
reasons to nodi fy the shape of the bottomwell of Bourcart so
that vials could be stacked on top of each other in view of
Stolte or, alternatively, that it would have been obvious to
nodi fy the containers in Stolte to use a neck and cap of the
shape of Bourcart with a correspondi ngly shaped bottom wel | .
However, this is a design application and nodifications nust

be done for ornanental reasons. See In re Cho, 813 F.2d 378,

382, 1 USPQd 1662, 1664 (Fed. Cir. 1987) ("Although it may
have been obvious, froma utility standpoint, to place
cylindrical depressions in crown type caps and to include
flaps in the depressions, it does not follow that Cho's design
was obvious."); Harvey, 12 F. 3d at 1063, 29 USPQR2d at 1208
("I'n ornanental design cases, a proper obviousness rejection
based on a conbi nation of references requires that the visual
ornanmental features (design characteristics) of the clained
design appear in the prior art in a manner whi ch suggests such
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features as used in the clained design."). The Exam ner has
not expl ai ned why one of ordinary skill in the design art
woul d have been notivated to nodify the size and shape of the
bottomwel |l of Bourcart for ornanental reasons. The

Exam ner's statenment that nodifying the shape of the well
woul d have been an obvi ous design expedient is nerely a

concl usion, w thout any supporting design or appearance
rationale. Therefore, we conclude that the Exam ner has

failed to establish a prima facie case of obvi ousness.
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The rejection of the single claimis reversed.

REVERSED

| AN A, CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

LAVWRENCE J. STAAB APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
LEE E. BARRETT )
Adm ni strative Patent Judge )
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